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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 10 September 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-42.44 and 46-53 is/are pending in the application. 

4a) Of the above claim(s) 46-49 and 53 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-42.44.50-52 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1-42, 44 and 46-53 are pending in the instant application. 

Response to Amendment 

2. The amendments to the claims filed on September 10, 2008 have been fully considered. 
The amendments have obviated the objection to claim 37 (Section 8, previous office action) 
which is hereby withdrawn . 

Response to Arguments 

3. The remarks filed on September 1 0, 2008 have been fully considered, however, they are 
not persuasive in overcoming the outstanding grounds of rejection for the reasons provided 
below. Therefore, the 35 USC 103 rejection is maintained and hereby made FINAL. 

4. 35 USC 103 : 

With regard u> she inssaat case, the i-xananit fstiis M.e s taMjSh J.ffr^a lade c^e of 
because the Bxammer chooses compound A oax of the broad seJecttois. of 
compound presents I Ml Mitwut ftmi* shoytfig that a person et' ordinary ski it m foe art 
haw chose compound A as a < c romp an, nhtrr in est >at«m tow ad Etew. 

la the eoatext of the present invention, there is therefore no motivation whatsoever for 
skiHed isor to m ii mp d Dl 

Applicant's remarks are noted, however, they are not persuasive. Applicant is 
respectfully referred to the guidelines of MPEP 2143, excerpts below. 
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K < s Obtioi{<; Jb Tty" - Ck& >siitg tt Fim'tt 

Number of Identified, Predictable SoiMom, 
WMiaMemoi L ■pecttidimqfSnccms 

To reject R claim based on this rationale, Ofike 
1 eis >iute„ uiu^ ies he di- G ' ' rcv-al Jn iu e- 

T 1 !^ 1 - tl t til tlLUh^f ' r- i j 

(1) a fiiidmg that at the time of the invention, 
there had been a recognized problem or need m the 
cj + which may nelud i ! pi need or maiket pres- 
sure to sob e 3 problem 

(2) s finding that there had been a finite number 
i idem bed \ edsctahle 'Otennal olution to the rec- 
ognized need or problem, 

i : , - :iuJ iic ilr* n p *i Libnrr L :n th- at 
could have pursued the known potential solution-, 
with a reasonable expectation of success: and 

(4) whatever additional findings based on the 
Qmham faefcai mqnhies. may be necessary m view 
ot lie ii.' cl The f i' e 41 to r u ablation to e .jcain 
a conclusion of obsiousness. 

The rationale to support a conclusion that the claim 

would have been obvious is that "a person of ordinary 

sfcsli has good reason to piirsue the known options 

within his or her technical grasp. If tins leads to the 

anticipated success, it is likely that product [was] not 

of innovation hist of ordinal skii md> imon sense 
One of ordinary skill would be motivated to make additional anticonvulsants. 
Homologous variants are within the technical grasp of one of ordinary skill. 

5. Obviousness Double Patenting : 

Appticsmis neat, that this a provisional ■;knsi>ic paienting {obviotissscss-typt:; eejcuki:;, 
fb«« i i i ' t i di-ewn wi t}< ii ^ ii xhx j r 1 1 j en f mi !< 

be odKsrwis i rad S tpp ti Nft, !S/663.:8 ssti a pro ctttiofi 

Pursuant MPEP 804, the obviousness double patenting rejection will be withdrawn when 
there are no other outstanding grounds of rejection remaining in the instant case. 
Currently, the instant claims remain rejected under 35 USC 103, therefore the provisional 
obviousness double patenting rejection is maintained. 



Conclusion 
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6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUN JAE Y. LOEWE whose telephone number is (571)272- 
9074. The examiner can normally be reached on M-F 7:30-5:00 Est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)272-0699. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Golam M. M. Shameem/ 
Primary Examiner, Art Unit 1626 

/Sun Jae Y. Loewe/ 
12-19-2008 



